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Remarks 

Reconsideration of this Application is respectfully requested. 
Claims 4-18, 22-24 are pending in the application, with claims 4 and 22 being the 
independent claims. 

Claims 4-18 stand rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. Pat. 
No. 5,230,457 to Hiroi et. al (hereafter "Hiroi''). 
Claims 22-24 have been restricted. 

Based on the following Remarks, Applicant respectfully requests that the Examiner 
reconsider all outstanding restrictions, objections, and rejections and that they be withdrawn. 

I. The Restriction of Claims 22-24 is Improper 

Examiner has restricted Claims 22-24 as distinct inventions. By virtue of a previous 
action on the merits of claims 4-18, those claims have been constructively elected for prosecution 
on the merits and claims 22-24 have been withdrawn from consideration. 

Examiner states that the subcombinations do not overlap and at least one subcombination 
is separately usable. For, at least the following reasons, Applicant traverses Examiner's 
restriction. 

MPEP §806. 5(d) states "[t]wo or more claimed subcombinations, disclosed as usable 
together in a single combination, and which can be shown to be separately usable, are usually 
restrictable when the subcombinations do not overlap in scope and are not obvious variants." 
Restriction is improper where subcombinations overlap in scope, subcombinations are not 
obvious variants, or no single subcombination is sepm^ately usable. 

Though Examiner states otherwise, claims 4-18 and 22-24 are all drawn towards methods 
for controlling an electric stapler. Examiner states claims 4-18 require detection of a stapler 
driver during a stapling process which has separately utility from detecting drive shaft speed and 
degree of rotation as in claims 22-24. However, claim 10 clearly discloses "driving said stapler 
driver via an electric motor having a drive shaft. . ..and utilizing said sensor to detect and report 
rotational speed of the drive shaft." Similarly, claim 14 discloses "reversing the direction of 
travel of the staple driver based on a sensed degree of rotation of the drive shaft." For at least 
ttiese reasons, the restricted claims may overlap and/or not have separately utility from each 
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other. Restriction is therefore improper and applicant traverses the restriction requirement. 
However, applicant provisionally elects Claims 4-18. 

II. Claims 4-18 and 22-24 are not Anticipated by Hiroi. 

A. Claims 4-18 are allowable over Hiroi 

Claims 4-18 stand rejected under 102(b) as being anticipated by Hiroi. For the following 
reasons, this rejection is respectfully traversed. 

Claim 4 recites "arranging a sensor for detecting positions of a staple driver of the electric 
stapler during execution of a stapling process; utilizing a microprocessor to analyze sensed 
position information about the staple driver; and controlling positional changes of the staple 
driver based on the analysis of sensed position information." Hiroi does not disclose or suggest 
this limitation. 

Examiner points to Hiroi, column 5, lines 24-36 as disclosing controlling positional 
changes of the stapler in response to the sensed/detected position of the stapler. However, these 
lines disclose that the "sensor" of Hiroi is a microswitch that may simply be used to detect when 
the stapler is in a single open position, rather than control positional changes of the stapler in 
response to the sensed/detected positions of the stapler. See column 5, lines 25-38. The home 
position sensor of Hiroi, may not "[detect] positions," as stated in Apphcants claims, but may 
only determine if the stapler gear has rotated through one full turn. See colunm 5, lines 55-60. 

Furthermore, rather than controlling positional changes of the stapler, the home position 
senor of Hiroi may only be used to stop the stapler after one full cycle, no matter what direction 
or position the stapler was in. See column 5, lines 27-3 1 . And while the operations described in 
Figures 7, 12, 13, and 17 may include checking the microswitch/home position sensor, 
directional changes in Hiroi may be based on current (see Figure 7, S5), time (see Figures 12 and 
13), or the rotational speed of the motor gear (see column 9, lines 19-23 and Figure 17), but not 
sensed position. 

At least, because Hiroi fails to disclose or suggest the claimed apparatus including 
arranging a sensor for detecting positions of a staple driver of the electric stapler during 
execution of a stapling process; utilizing a microprocessor to analyze sensed position information 
about the staple driver; and controlling positional changes of the staple driver based on the 
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analysis of sensed position information, claim 4 is allowable over Hiroi. Claims 5-18 depend 
from claim 4 and are allowable for at least these reasons. Therefore, Applicant respectfully 
requests that the Examiner withdraw the rejection of claims 4-18. 

B. Claims 22-24 are allowable over Hiroi 

Examiner did not address the limitations of claims 22-24, however it is believed they are 
also allowable over the cited prior art. 

. Claim 22 discloses "sensing, during a stapling movement, drive shaft speed and degree of 
rotation of the drive shaft measured from a starting point." As discussed above, Hiroi may 
disclose sensing the rotational speed of a motor gear (column 9, lines 8-33), but he does not 
disclose sensing a degree of rotation or measuring drive shaft speed or degree of rotation from a 
starting point. 

At least, because Hiroi fails to disclose or suggest the claimed apparatus including 
sensing, during a stapling movement, drive shaft speed and degree of rotation of the drive shaft 
measured from a starting point, claim 22 is allowable over Hiroi. Claims 23 and 24 depend from 
claim 22 and are allowable for at least these reasons. Therefore, Applicant respectfully requests 
that the Examiner allow claims 22-24. 
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Conclusion 

Applicant respectfully submits that the foregoing remarks demonstrate that the present 
application is in condition for allowance, or in the alternative, better form for appeal. All of the 
stated gro\mds of restriction, objection, and rejection have been properly traversed, 
accommodated, or rendered moot. Applicant therefore respectfully requests that tiie Examiner 
reconsider all presently outstanding restrictions, objections and rejections and that they be 
withdrawn. It is believed that a full and complete response has been made to the outstanding 
Office Action and, as such, the present application is in condition for allowance. If the Examiner 
believes, for any reason, that personal communication will expedite prosecution of this 
application, the Examiner is invited to telephone the undersigned at the number provided. 

Prompt and favorable consideration of this Amendment is respectfially requested. 

Respectfully submitted, 
Michael J. Bell (Reg. No. 39,604) 

Date: April 12,2007 
HOWREY LLP 

2941 Fairview Park Drive, Box 7 
Falls Church, VA 22042 
(703) 663-3600 
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